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Office Action Summary 


Application No. 

10/005.371 


AppHcant(s) 

VOLKERS ET AL. 


Bradley L Sisson 


Art Unit 

1634 





•• The MAILING DATE of this communication appears on the cover sheet with the correspondence address 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days w/ill be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.G. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)0 Responsive to communiGation(s) filed on . 

2a)n This action is FINAL. 2b)S This action is non-final. 

3) n Since this application is in condition for allowance except for fomrial nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) 13 Claim(s) 13-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 13-15 is/are rejected, 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner, 

10) D The drawing(s) filed on is/are: a)n accepted or b){Z\ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawlng(s) is objected to. See 37 CFR 1, 121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfonm PTO-152. 

Priority under 35 U.S.G. § 119 

12) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.G. § 119(a)-(d) or (f). 
a)n All b)n Some * c)D None of: 

1 .□ Gertified copies of the priority documents have been received. 

2. n Gertified copies of the priority documents have been received in Application No. . 

3. n Gopies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PGT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attacliment(s) 

1) n Notice of References Cited (PTO-892) 

2) Q Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) n Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 
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DETAILED ACTION 



Location of Application 

1. The location of the subject appH cation has changed. The subject application is now 
located in Workgroup 1630, Art Unit 1634, and has been docketed to Primary Examiner Bradley 
L. Sisson. 



Claim Rejections - 35 USC §112 
2. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 



3. Claims 13-15 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 

the written description requirement. The claim(s) contains subject matter, which was not 

described in the specification in such a way as to reasonably convey to one skilled in the relevant 

art that the inventor(s), at the time the application was filed, had possession of the claimed 

invention. Attention is directed to the decision in University of Rochester v. G.Z). Searle & Co. 

68 USPQ2D 1424 (Fed. Cir. 2004) at 1428: 

To satisfy the written-description requirement, the specification must describe 
every element of the claimed invention in sufficient detail so that one of ordinary skill in 
the art would recognize that the inventor possessed the claimed invention at the time of 
filing. Vas-Cath, 935 F.3d at 1563; see also Lockwood v. American Airlines, Inc., 107 
F.3d 1565, 1572 [41 USPQ2d 1961] (Fed. Cir. 1997) (patent specification must describe 
an invention and do so in sufficient detail that one skilled in the art can clearly conclude 
that "the inventor invented the claimed invention"); In re Gosteli, 872 F.2d 1008, 1012 
[10 USPQ2d 1614] (Fed, Cir. 1989) ("the description must clearly allow persons of 



Application/Control Number: 10/005,371 
Art Unit: 1634 



Page 3 



ordinary skill in the art to recognize that [the inventor] invented what is claimed"). Thus, 
an applicant complies with the written-description requirement "by describing the 
invention, with all its claimed limitations, not that which makes it obvious," and by using 
"such descriptive means as words, structures, figures, diagrams, formulas, etc., that set 
forth the claimed invention." Lockwood, 107 F.3d at 1572. 

4. For convenience, claim 13, the sole independent claim pending and under consideration, 

is reproduced below. 

13 • A ft^thoa referred to aa COBUA for tim laBslliitg of a smt 
of at least two bio-orgardc malacul^^ with a. mmt of ie^^t 
two colours ^ . iior^prising ^eneratii^g m^id aet of colouira 
through, eotrtbliiing ratio labelling with binary labelling. 

5. The specification, while providing a number of examples at pages 19-45, fails to provide 
an adequate written description of practicing the invention, especially as it relates to employing 
the algorithm. The specification has also fails to provide an adequate written description of 
suitable combinations of fluorophores as well as suitable ratios of same. 

6. At page 13 of the specification appUcant asserts: 

ThM person skilled in the art will clearly oa abl?t to choose 
guitable fluorophores for use in COBRA. 

Thm p^xmn skilled in thm art mil claarly be aM.m to choo^B 
suitable ratios of fluorophores in mtio labelling. 

It appears that appUcant is attempting to satisfy the written description requirement of 35 USC 
112, first paragraph, through obviousness. Obviousness, however, cannot be reUed upon for 
satisfaction of the written description requirement. In support of this position, attention is 
directed to the decision in University of California v. Eli Lilly and Co, (Fed. Cir. 1997) 43 
USPQ2d at 1405, citing Lockwood v, American Airlines Inc, (Fed. Cir. 1997) 41 USPQ2d at 
1966: 
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Recently, we held that a description which renders obvious a claimed invention is not 
sufficient to satisfy the written description requirement of that invention. 

7. For the above reasons, and in the absence of convincing evidence to the contrary, claims 
13-15 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with the written 
description requirement. 

8. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claims 13-15 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

10. Claim 13 is indefinite with respect to the use of the acronym COBRA without first 
identifying what the acronym stands for. Applicant is urged to consider amending claim 13 such 
that -Combined Binary Ratio labeling (COBRA)- appears at the first instance of use. 

11. Claims 14 and 15, which depend from claim 13, fail to overcome this issue and are 
similarly rejected. 

12. Claims 13-15 are indefinite as to how the total number of distinguishable colors is to be 
calculated and used when the label is something other than two fluorophores. 

13. Claim 13 lacks antecedent support for "the labeling." 

14. Claim 13 is confusing as to what exactly is the end product. For example, is the end 
product labeled bio-organic molecules, or is it a set of colors? In either situation, is the end 
product real or virtual? Claims 14 and 15, which depend fi*om claim 13, fail to overcome this 
issue and are similarly rejected. 
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15. Claims 13-15 are indefinite with respect to what constitutes "bio-organic molecules." 



16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley L. Sisson whose telephone number is (571) 272-0751. 
The examiner can normally be reached on 6:30 a.m. to 5 p.m., Monday through Thursday. 

17. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

18. Information regarding the status of an apphcation may be obtained fi*om the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or PubUc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 
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